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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 9 
January 2006 has been entered. 

All claims are drawn to the same invention claimed in the application prior to the 
entry of the submission under 37 CFR 1.114 and could have been finally rejected on the 
grounds and art of record in the next Office action if they had been entered in the 
application prior to entry under 37 CFR 1.114. Accordingly, THIS ACTION IS MADE 
FINAL even though it is a first action after the filing of a request for continued 
examination and the submission under 37 CFR 1.1 14. See MPEP § 706.07(b). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Response to Arguments 

Applicant's arguments filed 9 January 2006 have been fully considered but they 
are not persuasive. The 37 CFR 1.131 affidavits are entirely insufficient. Applicant has 
not demonstrated actual reduction to practice, nor has applicant proven diligence to the 
requisite standards required to swear behind the Biggs reference, nor has applicant 
proven diligence between conception and a constructive reduction to practice (e.g. the 
filing of a patent application). 

For example, the applicant has not shown attorney diligence. There is no 
evidence of what counsel did, when counsel received the application, or how the 
attorney handled such a case. First of all, in order to establish diligence, both inventor 
diligence and attorney diligence are required. Note the following discussions 
concerning attorney diligence, and an explanation of controlling case law. 

A. General review of legal standards for diligence and evidence 

The evidence submitted is insufficient to establish diligence from a date prior to 
the date of reduction to practice of the Morein reference to either a constructive 
reduction to practice or an actual reduction to practice. While it has been held (Ex parte 
Ovshinsky, 10 USPQ2d 1075 (Bd. Pat. App. & Inter. 1989).) that all limitations need not 
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be shown in the attached evidence, they must be explained in the affidavit / declaration 
itself (see MPEP 715.07 [R-3], section I), and in this case, they are not. 

The standard applied here is taken from Griffith v. Kanamaru, 816 F.2d 624, 2 
USPQ2d 1361 (Fed. Cir. 1987) The Court generally reviewed cases on excuses for 
inactivity including vacation extended by ill health and daily job demands, and held lack 
of university funding and personnel are not acceptable excuses. This kind of detailed 
evidence is in NO MANNER presented in this case. 

Next, see Anderson v. Crowther, 152 USPQ 504, 512 (Bd. Pat. Inter. 1965), 
where it was held that preparation of routine periodic reports covering all 
accomplishments of the laboratory was insufficient to show diligence. Wu v. Jucker, 
167 USPQ 467, 472-73 (Bd. Pat. Inter. 1968) held that an applicant improperly allowed 
test data sheets to accumulate to a sufficient amount to justify interfering with 
equipment then in use on another project. 

Note the discussion from MPEP 715.07(a) and various other court cases below. 

What is meant by diligence is brought out in Christie v. Seybold, 1893 CD. 515, 
64 O.G. 1650 (6th Cir. 1893). In patent law, an inventor is either diligent at a given time 
or he is not diligent; there are no degrees of diligence. An applicant may be diligent 
within the meaning of the patent law when he or she is doing nothing, if his or her lack 
of activity is excused. Note, however, that the record must set forth an explanation or 
excuse for the inactivity; the USPTO or courts will not speculate on possible 
explanations for delay or inactivity. See In re Nelson, 420 F.2d 1079, 164 USPQ 458 
(CCPA1970). 
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While Keizer v. Bradley, 270 F.2d 396, 397, 123 USPQ 215, 216 (CCPA 1959)), 
held that diligence does not require that "an inventor or his attorney ... drop all other 
work and concentrate on the particular invention involved...." (Emery v. Ronden, 188 
USPQ 264, 268 (Bd. Pat. Inter. 1974)), that is not the case here. See MPEP 
2138.06(a). 

Therefore, the above cases serve as guidelines for interpretation here. 

The specific cases in question to determine attorney diligence are referenced in 
MPEP 2318.06 [R-1]. The specific cases cited therein show that six days is an 
acceptable time period for diligence (Haskell v. Coleburne, 671 F.2d 1362, 213 USPQ 
192, 195 (CCPA 1982)). Examiner does not feel that Haskell controls in this case. 

However, Bey v. Kollonitsch, 866 F.2d 1024, 231 USPQ 967 (Fed. Cir. 1986) is 
the other controlling case, which fits the standard more appropriately. To quote from 
that case, (231 USPQ 969): "Bey's case for diligence hinged on whether his patent 
attorney, Ruth Hattan (Hattan) had been reasonably diligent in preparing and filing the 
patent application during the 41 -day critical period... Bey presented evidence that Hattan 
worked on the applications from this group on almost every working date in the critical 
period. There was no evidence that priority was given to any applications docketed 
after the group of 22 applications ... In Strasbourg, she completed 16 of the patent 
applications, including the parent to the present application, and she mailed them from 
Strasbourg directly to the PTO." 

The case had one experienced attorney assigned to the case. Therefore, the 
attorney worked on related applications over that time period. Therefore, that 
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establishes that reasonable diligence consists of working on an application "almost 
every working date". 

Further, that case establishes (970, section B): "Generally, the patent attorney 
must show that unrelated cases are taken up in chronological order, thus, that the 
attorney has the burden of keeping good records of the dates when cases are docked 
as well as the dates when specific work is done on the applications." Again, Bey v. 
Kollonitsch does not require that "the attorney should drop all other work and 
concentrate on the particular invention involved; and if the attorney has a reasonable 
backlog of work which he takes up in chronological order and carries out expeditiously, 
that is sufficient." As noted immediately below on 970, the attorney must provide 
evidence and docket numbers to prove this particular point. 

B. General review of legal standards for inventor diligence and evidence 

Exhibits B-D do not provide a timeline for inventor diligence. The inventor must 
have worked continuously on the invention with no gaps that are not explained. Note 
the following examples: 

Next, see Anderson v. Crowther, 152 USPQ 504, 512 (Bd. Pat. Inter. 1965), 
where it was held that preparation of routine periodic reports covering all 
accomplishments of the laboratory was insufficient to show diligence. Wu v. Jucker, 
167 USPQ 467, 472-73 (Bd. Pat. Inter. 1968) held that an applicant improperly allowed 
test data sheets to accumulate to a sufficient amount to justify interfering with 
equipment then in use on another project. 
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Note the discussion from MPEP 715.07(a) and various other court cases below. 

What is meant by diligence is brought out in Christie v. Seybold, 1893 CD. 515, 
64 O.G. 1650 (6th Cir. 1893). In patent law, an inventor is either diligent at a given time 
or he is not diligent; there are no degrees of diligence. An applicant may be diligent 
within the meaning of the patent law when he or she is doing nothing, if his or her lack 
of activity is excused. Note, however, that the record must set forth an explanation or 
excuse for the inactivity; the USPTO or courts will not speculate on possible 
explanations for delay or inactivity. See In re Nelson, 420 F.2d 1079, 164 USPQ 458 
(CCPA1970). 

C. Specific affidavits and evidence presented 

The affidavits were previously analyzed for sufficiency below. Applicant freely admits 
that exhibits only show conception. Indeed, the last sentence of the affidavit concerning 
exhibit D (of the Brian Robert Cody invention) states: "The email shows that the 
invention was reduced to practice no later than March 28, 2003." However, the exhibit 
contains nothing dated later than March 21 , 2003. This clearly does not make sense. 
As such, it does not prove reduction to practice prima facie. The other affidavits fail as 
above. 

D. Standards for test results and actual reduction to practice 

Scott v. Finney is the controlling case here (34 F.3d at 1061), where it states inter alia: 
"A certain amount of 'common sense' must be applied in determining the extent of 
testing required. Depending on its nature, the invention may be tested under actual 
conditions of use, or may be tested under "bench" or laboratory conditions which fully 
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duplicate each and every condition of actual use, or in some cases, may be tested 
under laboratory conditions which do not duplicate of the conditions of actual use." 

Examiner notes that is absolutely no evidence that applicant reduced it to 
practice and no test data. The emails prove absolutely nothing in this case from a legal 
standpoint. Actual reduction to practice requires that the invention be operable for its 
desired purpose. There are NO lab notebooks, screen shots, dated source code entries, 
or any other concrete or tangible evidence whatsoever that the invention was reduced 
to an actual working model or prototype that was operable for testing over a network at 
the time that applicant alleges. Simply because an email contains instructions on how 
to use PhotoMail, there is no evidence that: a) it was actually tested by that date, other 
than hearsay or inference evidence; b) that the test conditions were realistic 
whatsoever; c) that the version deployed was the code base referred to in the instant 
application; etc. The arguments presented in the "Response to Amendment" section 
below are still applicable. There are no timelines, no attorney diligence, no explanation 
of gaps between the evidence, no statement of inventor actions, nothing. It is noted 
that, typically, attorneys will submit detailed billing hours to prove diligence, and 
inventors will provide dated source code, lab notebooks, and detailed correspondence 
to prove conception and diligence, but applicant has provided no evidence close to that 
standard. 



Response to Amendment 
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The affidavits and evidence filed on 7 November 2005 under 37 CFR 1 .131 has 
been considered but is ineffective to overcome the Biggs reference. 

The evidence submitted is insufficient to establish diligence from a date prior to 
the date of reduction to practice of the Biggs reference to either a constructive reduction 
to practice or an actual reduction to practice. 

While conception is the mental part of the inventive act, it must be capable of 
proof, such as by demonstrative evidence or by a complete disclosure to another. 
Conception is more than a vague idea of how to solve a problem. The requisite means 
themselves and their interaction must also be comprehended. See Mergenthaler v. 
Scudder, 1897 CD. 724, 81 O.G. 1417 (D.C. Cir. 1897). 

The declaration under 37 CFR 1.131 filed 7 July 2005 is insufficient to overcome 
the rejection of claims 1-26 over Curry in view of Biggs under 35 USC § 103(a) as set 
forth in the last Office action on 19 April 2005 because it fails to establish reduction to 
practice prior to the date of the reference. 

I. Formalities. 

All inventors have signed the various affidavits, and the affidavits do indicated 
conception and/or RTP in the United States, a NAFTA country, and/or a WTO member 
state. 

II. Analysis 

The affidavits will now be analyzed for sufficiency and compliance with the 
appropriate rules, and their collective deficiencies will be noted. 

Paragraphs 1-2 merely establish inventorship and residency. 
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Paragraph 3 states that the declarant has reviewed the references (and 
presumably the Office Action). 

Paragraph 4 satisfies formalities concerning the subject matter not being subject 
to estoppel or interference. 

The next paragraph on page 1 opens with a conclusory statement that such 
inventions were conceived and reduced to practice prior to the filing date of the Curry 
and/or Biggs applications. 

The assertion that the applicant was in possession of the invention of all claims 
of the application and had reduced such to practice prior to a certain date (and the 
fourth item asserts that applicant had reduced such invention to practice by an earlier 
date (July 3, 2001). Those statements are CONCLUSORY statements, NOT facts. 

MPEP 715.07 clearly states: 
"The essential thing to be shown under 37 CFR 1.131 is priority of invention and this 
may be done by any satisfactory evidence of the fact. FACTS, not conclusions, must be 
alleged. Evidence in the form of exhibits* may accompany the affidavit or declaration. 
Each exhibit relied upon should be specifically referred to in the affidavit or declaration, 
in terms of what it is relied upon to show. For example, submitting as evidence one or 
more of the following might support the allegations of fact: 
(D) - Attached reproductions of laboratory notebook entries; 
(F) -Attached supporting statements by witnesses, where verbal disclosures are the 
, evidence relied upon; 
-Drawings and the like. 
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Applicant does not explain the attached document, nor does applicant provide 
any determination of how such documents fulfill any of the requirements under 37 CFR 
1.131. 



Examiner next notes that there are three ways to overcome a reference, as per MPEP 
715.07, subsection III. 

As discussed above, 37 CFR 1 .131(b) provides three ways in which an applicant can 
establish prior invention of the claimed subject matter. The showing of facts must be 
sufficient to show: 

(A) Reduction to practice of the invention prior to the effective date of the reference; or 

(B) Conception of the invention prior to the effective date of the reference coupled with 
due diligence from prior to the reference date to a subsequent (actual) reduction to 
practice; or 

(C) Conception of the invention prior to the effective date of the reference coupled with 
due diligence from prior to the reference date to the filing date of the application 
(constructive reduction to practice). 

Applicant appears to be choosing option A or B, although this is never explicitly stated. 
Note MPEP 715.07. 

A conception of an invention, though evidenced by disclosure, drawings, and 
even a model, is not a complete invention under the patent laws, and confers no rights 
on an inventor, and has no effect on a subsequently granted patent to another, 
UNLESS THE INVENTOR FOLLOWS IT WITH REASONABLE DILIGENCE BY SOME 
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OTHER ACT, such as an actual reduction to practice or filing an application for a patent. 
Automatic Weighing Mach. Co. v. Pneumatic Scale Corp., 166 F.2d 288, 1909 CD. 
498, 139 O.G. 991 (1st Cir. 1909). 

Conception is the mental part of the inventive act, but it must be capable of proof, 
as by drawings, complete disclosure to another person, etc. In Mergenthaler v. Scudder, 
1897 CD. 724, 81 O.G. 1417 (D.C Cir. 1897), it was established that conception is 
more than a mere vague idea of how to solve a problem; the means themselves and 
their interaction must be comprehended also. 

In general, proof of actual reduction to practice requires a showing that the 
apparatus actually existed and worked for its intended purpose. However, "there are 
some devices so simple that a mere construction of them is all that is necessary to 
constitute reduction to practice." In re Asahi/America Inc., **>68 F.3d 442, 37 USPQ2d 
1204, 1206< (Fed. Cir. 1995) (Citing Newkirk v. *>Lulejian<, 825 F.2d 1581, 3USPQ2d 
1793 (Fed. Cir. 1987) and Sachs v. Wadsworth, 48 F.2d 928, 929, 9 USPQ 252, 253 
(CCPA 1931). The claimed restraint coupling held to be so simple a device that mere 
construction of it was sufficient to constitute reduction to practice. Photographs, coupled 
with articles and a technical report describing the coupling in detail were sufficient to 
show reduction to practice.). 



Various evidence is listed as an attachment to the affidavit, which is insufficient 
by itself. 37 CFR 1.131(b) states inter alia "...Original exhibits of drawings and records 
... must accompany and form part of the affidavit or declaration or their absence 
satisfactorily explained (emphasis added). What the Remarks term as Appendix A 
merely sets forth that such documentation is attached to the affidavit but not 
incorporated. Therefore, as stated above, the affidavit FAILS to comply with the 
requirement. 

A written description does not constitute an actual reduction to practice. 
Furthermore, only the filing of a US patent application that complies with the disclosure 
requirement of 35 USC § 1 12 constitutes a constructive reduction to practice. A written 
description, no matter how complete, does not qualify as an actual reduction to practice. 
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Examiner points out that the attached documents would - under the most 
generous possible interpretation - only serve to prove conception. There is nothing 
establishing actual reduction to practice or diligence between conception and actual or 
constructive reduction to practice. 

The affidavits do utilize the terms "reduction to practice" and "conception". 
Further, as stated above, a brief sketch of requirements of a system does not in fact 
prove anything, because partial requirements do not prove conception, and there is no 
indication of any experimentation, structural data, software code, high level code 
layouts, or anything other than a mental idea and some scenarios. 

Indeed, the enclosed document merely states prima facie on page 1 "This doc is 
a very rough cut at integration . . . We're just exploring at this point." That states no 
more than conception. 

Finally, examiner points out that the document is not dated. Therefore, there is 
no indication that it is actually predates the filing of the instant application. There must 
be some evidence that such documents were created prior to the filing of the 
application. Otherwise such assertions are conclusory and not statements of fact. 
III. Conclusion 

The evidence submitted is insufficient to establish diligence from a date prior to 
the date of reduction to practice of the Biggs or Curry references to either a constructive 
reduction to practice or an actual reduction to practice. Applicant has not shown 
sufficiently that diligence was practiced between the time periods asserted. There is 
only evidence that purports that the inventor had some portion of the invention in the 
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time period before the references were filed. There is no timeline explaining applicant's 
actions between the document and the filing of the actual instant application. By the 
very definition of diligence, applicant must have performed some actions to see that the 
invention was prosecuted as a patent. There is no evidence - at least proffered - that 
applicant did anything for that period between conception and the filing of the actual 
application, and examiner cannot conclude that diligence was in fact existent with 
respect to this invention. The lack and dearth of evidence detailing applicant's actions 
over that time simply does not meet the required legal tests. 

The affidavit merely recites conclusory statements. There is no actual 
evidence or explanation of reduction to practice. The insertion of such explanation 
in the Remarks is not sufficient - that explanation and all details must be in the 
affidavit itself, not in attached comments or Remarks. As such, the affidavits are 
insufficient. Examiner points out that while normally the burden of proof is on the Office 
(e.g. questions of definiteness, obviousness, and the like), in the case of affidavits under 
37 CFR 1 .131 the burden of proof is on applicant and the Office serves in the role of 
trying facts. In this case, there are no facts sworn to, only conclusory statements, and 
the affidavits are therefore held insufficient. 

Also, there was never any evidence of testing or the existence of a prototype. 

Proof of actual reduction to practice requires a showing that the apparatus 
actually existed and worked for its intended purpose. 

The cited information does not purport to disclose a test apparatus that would be 
a prototype of the independent claims. Further, in order for such evidence to be 
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accepted (even if it were present) applicant would have to provide enough detail such 
that examiner could determine: 

-Which of the claim limitations are satisfied by the prototype (or the allegedly sufficient 
written description) 

-What test conditions were used and if they represented actual conditions or realistically 
simulated ones 

-And whether or not the test results demonstrated that the test was successful and 
reproducible. (See MPEP 608.01 (p), subsection II - "Simulated or Predicted test 
results" and biomedical applications must show specific test data to prove the suitability 
and safety of a compound for a particular purpose (see MPEP 2105, section III for 
example) to establish utility. 

No such test data was received or included. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Curry et 
al (US PGPub 2003/0172116 A1)('Curry') in view of Biggs et al (US 2004/0172451 
A1)('Biggs'). (Claims 1 and 1 1 are similar, simply a method and apparatus for 
performing the same task) 

As to claims 1 and 1 1 , 
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A system for selectively presenting media embedded in a message, comprising: 
-An input interface to receive a media-enabled message; (Curry Fig. 1 , element 122, 
"email program", see [0008-0010], communicated over network 106)(Biggs Fig. 2 - the 
"Recipients Browser" element 504 - and the "Pmail Recipient" 9 who retrieves the 
message using some kind of client program - see [0009-0014]) 
-A messaging client, communicating with the input interface, the messaging client 
presenting the media-enabled message to a user and permitting the user to select at 
least one media object in the media-enabled message; and (Curry Fig. 1, element 122, 
"email program", see [0008-001 0])(Biggs Fig. 2 - the "Recipients Browser" element 504 
- and the "Pmail Recipient" 9 who retrieves the message using some kind of client 
program - see [0009-0014]) 

-A media player, communicating with the messaging client, the media player presenting 
an enhanced representation of the at least one media object to the user. (Biggs in the 
cited browser 504 in Fig. 2, where the browser accesses the "Pmail data store" 7 to 
allow the user to display the full-sized or enhanced image - [0014-0020])(Curry [0008- 
0012] wherein it is stated that the user can play the attached audio or video file retrieved 
from a streaming server, as shown in Fig. 1 where 1 14', 1 14, and 1 14" represent 
locations for streaming servers on the network, where the multimedia content from the 
sender or first client 102 is stored before being downloaded by second client 104 — see 
[0030-0035]) 

Curry teaches all the limitations of the claim expressly except the 'enhanced 
representation' recited, given that Curry never states expressly that a detail of the 
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message, e.g. some sort of thumbnail of a video or snippet of an audio message could 
be shown, whereas Biggs teaches that the user sees thumbnails of all available images 
and can choose which to download from a remote server, which clearly constitutes an 
"enhanced representation" which could be played back to a user. Further, it would be 
logical to assume that a video and/or audio clip could easily have a sample frame 
shown as a 'thumbnail' image as this technique is well-known in the art (Microsoft's File 
Explorer within various versions of Windows has this functionality, in that it will show a 
sample frame from a movie clip), and further that such a video clip or image could also 
have audio associated with it (indeed most video does). It would have been obvious to 
one having ordinary skill in the art at the time the invention was made to combine the 
systems of Curry with that of Biggs for the aforementioned reasons and further because 
giving the user the ability to choose between clips - e.g. more easily select which 
attachment was desired - would allow the recipient of the email message to be more 
effective in determining which of the attachments was truly desired [0034, Curry], which 
also states that such embodiments can be web-based and also use embedded media 
players of the operating system or other functionality (Biggs [0012-0014]). 

Curry teaches in Fig. 2A and in [0032-0033] that the message may contain a link 
indicating that the message has multimedia associated with it, particularly in [0034- 
0035], where it is disclosed that such links may be URLs within a browser to activate a 
location on a server, e.g. the streaming servers 114, 114', and 114" in Fig. 1. Biggs 
also teaches HTML links in [0010], [0015-0017] and others so that the user can access 
the enhanced-resolution version of the thumbnail on the remote server. 
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As to claim 1 1 , the only difference from claim 1 is slightly semantic, wherein 
letting the receiver select the desired object is set out as a separate step. This step is 
clearly taught by Biggs in [001 1] where it is stated that the user is presented with a 
variety of thumbnails. The user must prima facie choose an image by clicking upon it to 
activate the HTML link in order to see the enhanced-resolution version; the same logic 
holds for the situation of the HTML links in Curry. Thusly, motivation / combination is 
the same as that of claim 1 . 

As to claims 2 and 12, Curry teaches email in [0008-0012] and Biggs teaches 
email in [0010] and [0015-0017], where emails are sent and received respectively. 
Motivation and combination is taken from claim 1. 

As to claims 3, Curry teaches email programs in [0001-0004] and Biggs teaches 
email clients in [0002] and further details of email programs in general in, for example 
[001 1] and [0016-0017]. Any email program is prima facie an email client if it allows the 
user to receive and send email as those recited programs do. Motivation and 
combination is taken from claim 1 . 

As to claims 4 and 13, Curry teaches media objects that are audio streams and 
video streams attached to emails, as in [0005] and particularly [0008-0010] where such 
is embedded in the program. Further, in [0028] Curry discloses that such emails may 
include images, and Biggs teaches in [0010-0016] the use of images in email with the 
sending of the thumbnails. Motivation and combination is taken from claim 1 . 

As to claims 5 and 14, Curry does not expressly teach this limitation, but does 
teach that emails can include images in [0028], whereas Biggs explicitly teaches this 
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limitation in [0010-0017] where it is disclosed that the email contains thumbnail images 
and the user can, using a browser or other embedded application, access an enhanced- 
resolution version of the image, e.g. a typical resolution of 100x75 for thumbnails and 
640x480 for "enhanced resolution" [001 1 -001 2]. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to combine the 
' systems of Curry and Biggs, and the motivation and combination are incorporated from 
the rejection of the parent claim by reference. 

As to claim 6, Curry expressly teaches that the media playing capabilities of his 
player include audio and video [0008-0010]. Since only the primary reference is 
utilized, no separate motivation or combination is required and that from the rejection to 
the parent claim is herein incorporated by reference. 

As to claims 7 and 15, Curry teaches in Fig. 2A and in [0032-0033] that the 
message may contain a link indicating that the message has multimedia associated with 
it, particularly in [0034-0035], where it is disclosed that such links may be URLs within a 
browser to activate a location on a server, e.g. the streaming servers 114, 114', and 
1 14" in Fig. 1. Biggs also teaches HTML links in [0010], [0015-0017] and others so that 
the user can access the enhanced-resolution version of the thumbnail on the remote 
server. Motivation and combination is taken from claim 1. 

As to claim 8, Curry clearly teaches in [0008-001 1] that the media player is 
integrated with the messaging client. Motivation and combination is taken from claim 1 . 

As to claim 9, Curry clearly teaches that in [0033-0034] that external players can 
be used, e.g. Windows™ Media Player or QuickTime™ and that in certain embodiments 
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those would be opened by clicking on a link that the browser program would then open 
and hand over to the media player (e.g. if the email were text only, and the link was 
opened by the browser automatically in response). Since only the primary reference is 
utilized, no separate motivation or combination is required and that from the rejection to 
the parent claim is herein incorporated by reference. 

As to claims 10 and 16, Curry expressly teaches this limitation, as he teaches 
retrieving multimedia from the server, and given that images can be links within HTML, 
and Curry teaches images in [0028], that would be an obvious variant. Biggs does 
expressly teach this limitation in [0016-0018] where the user must go to the website to 
retrieve the enhanced-resolution version. Specifically, the client of Curry that receives 
the email then communicates with the streaming server [0008-0009] to obtain the audio 
or video when the user activates the link. Motivation and combination is taken from 
claim 1. 

As to claims 17 and 22, 
A system for generating a media-enabled message, comprising: 
-A selector module, the selector module permitting a user to selectively embed at least 
one media object in a media-enabled message; (Biggs [0012-0013] wherein in [0034- 
0036], particularly [0035], it is taught that the user can create an email message and 
select which pictures to upload to the central server and then provide thumbnails 
of)(Curry teaches that the user can choose at least one media object to embed within 
the email in [0008-0009]; further see Fig. 2A and 4A, where the multimedia is either 
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embedded in or attached to the email respectively, and as can be seen in Fig. 7, the 
user has the option to "Select File" in the "Video Message Control Screen 706)) 
-An uploader module, communicating with the selector module, the uploader module 
publishing an enhanced representation of the at least one media object accessible to a 
recipient of the media-enabled message. (Uploader module exists in Curry in Fig. 2, 
element 206, where the media is uploaded to the server - see [0008-0012] again)(Biggs 
clearly teaches this limitation in [0009] and [0012-0013] where it is disclosed how these 
files are uploaded to the server and made smaller, e.g. see Fig. 2 wherein the Branded 
Client software 201 uploads the thumbnails and real images to Brand Pmail Server 5) 

As stated in the rejection to claim 1 above, the Curry reference teaches all the 
limitations with respect to audio and video and the Biggs reference explicitly teaches 
images. Motivation and combination are taken from claim 1 and incorporated herein by 
reference in their entirety, with secondary motivation as stated in claim 1 , wherein it 
would be an obvious and desirable variation for the user to be able to upload multiple 
objects with one messages, and it is known in the art that email programs allow 
multiple, if not unlimited, numbers of attachments, and further by generating the 
thumbnails from for example videos a user could ascertain more easily whether or not a 
video clip was desired (e.g. a video greeting card vs. various undesired videos of 
scenery that take up large amounts of space). 

As to claims 18 and 23, these are substantial duplicates of claims 2 and 12; the 
rejection to those claims above is herein incorporated by reference in its entirety. 
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As to claims 19 and 24, these are substantial duplicates of claims 4 and 13; the 
rejection to those claims above is herein incorporated by reference in its entirety. 

As to claims 20 and 25, these are substantial duplicates of claims 5 and 14; the 
rejection to those claims above is herein incorporated by reference in its entirety. 

As to claims 21 and 26, these are substantial duplicates of claims 10 and 16; the 
rejection to those claims above is herein incorporated by reference in its entirety. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric Woods whose telephone number is 571-272-7775. 
The examiner can normally be reached on M-F 7:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ulka Chauhan can be reached on 571-272-7782. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Eric Woods March 21 , 2006 




ULKA CHAUHAN 
SUPERVISORY PATENT EXAMINER 



